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REMARKS 

This is in response to the Office Action dated June 19, 2008. Claims 1-5 and 7-9 
were rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 6,236,975 
to Boe et al. ("BOE") in view of U.S. Patent Application Publication No. 2002/0128898 filed 
by Smith, JR. et al. ("SMITH") fiirther in view of the article Psychological aspects of 
excimer laser surgery for mvopia: reasons for seeking treatment and patient satisfaction by 
McGhee ("MCGHEE). Claim 6 was rejected under 35 U.S.C. § 103(a) as being unpatentable 
over the combination of BOE in view of SMITH in view of MCGHEE in furdier view of 
www.cdc.gov. 

In the Office Action the drawings were objected to because they include reference 
characters not mentioned in the description. Additionally, the Specification was objected to 
because of the use of an embedded hyperlink and the abstract exceeded 1 50 words in length. 
Furthermore, Claims 7-9 were objected to because paragraph numbers appeared between the 
claims. Claims 1, 3-4, and 8-9 were rejected under 35 U.S.C. § 1 12, 2"'' paragraph for failing 
to provide sufficient antecedent basis. Claims 1-9 were also rejected under 35 U.S.C. § 101 
based upon the view that the claimed invention is directed to non-statutory subject matter. 

I. Response to Rejections Under 35 U.S.C. S 103<"a^ 

Claim 1 

In the Office Action independent Claim 1 was rejected under 35 U.S.C. § 103(a) as 
being unpatentable over BOE in view of SMITH in fijrther view of MCGHEE. As set forth 
below, Applicant submits that Claim 1 as amended is not unpatentable over the above cited 
references. 

Applicant has amended Claim 1 to further clarify and distinguish the present 
invention from the cited references. Claim 1 recites, "generating a medical facility ranking 
and a health care provider ranking associated with the medical procedure performed on the 
target individual, the medical facility ranking and the health care provider ranking being 
generated based upon the answers received in step e)." Support for the claim amendment is 
found in the Specification which discloses, "the on-line surveying methods of the present 
invention will not only generate statistical data indicative of tiie probability of successful 
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patient outcomes, but can further provide comparative data as to which physicians tend to 
produce a greater probability of a successful outcome," See Specification, p. 5, para. 0040. 
The advantage is the ability to compile surveys associated with different medical procedures 
using incentives to generate interest, while using the survey results or answers received to 
rank the medical facility and the health care provider (e.g. physician). This is a convenient 
tool for a fiiture patient visiting the website to determine the success of the contemplated 
medical procedure relative to the health care provider and the medical facility. Instead of 
having to rely on a referral, the future patient has access to the success rate based on various 
factors such as health care provider, medical facility, and geographic proximity. 

The cited references neither standing alone nor in combination disclose obtaining 
survey results from a target individual using a contracted for incentive to provide a 
comprehensive medical facility ranking and health care provider ranking based on different 
medical procedures. Furthermore, the cited references fail to explicitly require the contracted 
for incentive as explained below. 

In the Office Action, reference was made to Column 4, Lines 39-48 as disclosing 
"confirming acceptance by said target individual of said contract provided." {See Office 
Action pp. 6-7). The Office Action also purports that BOB suggests that it is implicitly 
disclosed that the customer have accepted some sort of agreement in order to participate and 
respond the series of survey questions. (See Office Action p. 7). When a target individual 
completes a survey, that individual has implicitly agreed to participate in the survey by 
completing the survey. The agreement to complete the survey is evident after the fact . In 
other words, prior to completion of the survey, the target individual has not agreed to 
complete the survey but possibly only to participate in the survey. Only after the survey has 
been completed can it be said that the target individual has agreed to complete the survey. 
For example, if a pop-up window within a web browser requests the target individual to 
complete a survey, an agreement to complete the survey has not occurred even if the target 
individual "agrees" by clicking "yes" or "ok." This is evident by the target individual's 
ability to quit the survey at any moment by closing the web browser window associated with 
the survey without any consequences. 
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A contract is an agreement between two or more parties creating obligations that are 
enforceable or otherwise recognizable at law. {See Black's Law Dictionary, Eighth Edition). 
As stated in the Office Action, BOE does not disclose the step of providing a contract to the 
target individual. 

The SMITH reference was used in the Office Action to disclose "providing a contract 
to said target individual via said at least one personal computer over said network, said 
contract providing an offer to provide said target individual with an incentive for completing 
said survey." (See Office Action p. 8). However, the SMITH cited reference appears to 
disclose, "reward a network user for completing a survey, the network user may be required 
to enter certain pertinent information... so that they may be credited for participating in the 
survey." (See Specification, Para. 0128). The argument that the SMITH reference implicitly 
discloses an agreement made between the user and the survey provider fails to teach the step 
of providing a contract. The fact that the cited SMITH reference may implicitiy disclose an 
agreement does not cure the deficiency with respect to Applicant's claimed invention 
requiring the target individual to be provided with a contract. 

The advantage of requiring the target individual to accept a contract prior to 
participation of the survey is that it provides a more powerful incentive for the target 
individual to complete the survey because of the contractual obligation. The target individual 
is not merely implicitly agreeing to participate in the survey provided. The target individual 
is contracting to complete the survey provided. Nor is it necessary to conclude that the target 
individual "agreed" to complete the survey after the fact. Rather, the method provided in 
Applicant's invention ensures that the target individual conti-actually "agrees" to complete 
the survey prior to beginning the survey. The prior art references are silent as to any 
agreement prior to completion or after completion of a survey by the target individual. 
Rather, the Office Action concludes that the references implicitiy disclose an agreement. 
However, as described above, the implicit agreement to participate in the survey does not 
obligate the target individual to complete the survey let alone answer any question. 

Furthermore, even if an implicit agreement to complete the survey is suggested after 
the survey is completed; it would defeat the purpose of Applicant's invention. In tiiis 
scenario there is only an agreement once the survey is completed by the target individual. In 
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this scenario, there would be no agreement where the target individual decides not to 
complete the survey or changes his/her mind and doesn't start the survey. The step of 
providing a contract wherein the target individual upon acceptance is obligated to complete 
the survey is a vast departure from what is suggested in the cited references. The survey 
provider upon receiving acceptance to the contract is assured that the target individual has 
agreed to complete the survey prior to the fulfillment of the obligation. 

Thus, Applicant submits that Claim 1 as amended is not unpatentable over BOE in 
view of SMITH in further view of MCGHEE. Consequently, there is no motivation to 
combine the cited references. 

Claims 2-6 and 8-9 

In the Office Action, Claims 2-5 and 8-9 were rejected as being unpatentable over the 
BOE reference in view of the SMITH reference in further view of the MCGHEE reference. 
Claim 6 was rejected as being unpatentable over the BOE reference in view of the SMITH 
reference in view of the MCGHEE reference in further view of www.cdc.com . However, as 
discussed in more detail above, none of the cited references appear to use results obtained 
from the incentives based survey to rank the medical facility and the health care provider 
based on the medical procedure performed. 

Additionally, the step of providing a contract wherein the target individual is 
obligated to complete the survey upon acceptance of the contract is not disclosed by any of 
the cited references. Thus, combining the cited references still fails to teach or suggest all the 
steps associated with Applicant's invention. Consequently, the combination of the cited 
references does not render the present invention unpatentable. 

Claim 7 

In the Office Action, Claim 7 was rejected as being unpatentable over the BOE 
reference in view of the SMITH reference in further view of the MCGHEE reference. As set 
forth below. Applicant submits that Claim 7 as amended is not unpatentable over the above 
cited references. 
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In the Office Action, the BOE reference is cited in the belief that BOE discloses 
"gathering personal data of said target individual and generating a profile for said target 
individual." {See Office Action, p. 13). However, the BOE reference appears to disclose 
only that the survey system requests demographic information to characterize that customer. 
After the customer has been characterized using the information supplied by the customer, 
survey system may present survey questions to the customer. {See Column 3, Lines 23-29). 

The BOE reference does not disclose obtaining the information to qualify the target 
individual to participate in the survey. Additionally, the profile generated by Applicant's 
invention is also used to determine whether or not the target individual is provided with a 
contract. The BOE reference and for that matter all of the cited references do not disclose 
providing a contract based upon meeting requisite criteria associated with the survey in 
relation to information provided by the target individual. In this regard, the contract is only 
provided to the target individual after it has been established that the requisite criteria for the 
survey has been met (e.g. age requirement, sex requirement, medical procedure requirement, 
etc.). 

Thus, Applicant submits that Claim 7 is not unpatentable over BOE in view of 
SMITH in further view of MCGHEE. 

IL Rejections Under 35 U.S.C. S 112. Second Paragraph 

In the Office Action Claims 1, 3-4, and 8-9 were rejected under 35 U.S.C. § 112, 
second paragraph. 

In response, Applicant has amended the claims and requests reconsideration and 
allowance of the same. 

III. Response to Rejections Under 35 U.S.C. S 101 

In the Office Action, Claims 1-9 were rejected under 35 U.S.C. § 101 based upon the 
belief that the claimed invention is directed to non-statutory subject matter. 

In response. Applicant has amended the preamble of Claim 1 to recite, "a computer 
implemented method.. ." Support may be found throughout the Specification including the 
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Abstract. It is apparent throughout the application that the method is implemented through a 
computer over a network. 

Applicant requests that the rejection under 35 U.S.C. § 101 be withdrawn in response 
to the Claims as amended. 

rV. Response to Objections 

In the Office Action, the Specification was objected to and Claims 7-9 were also 
objected to due to minor informalities. 

Applicant has amended the Specification and Claims 7-9 to overcome the stated 
objections. 

V. DRAWINGS 

In the Office Action, the drawings were objected to because they included reference 
characters not mentioned in the description. 

In response to the objections, Applicant has amended the description to include the 
reference characters. The drawings are now believed to be in compliance. 

VI. Conclusion 

For the foregoing reasons. Applicant respectfully submits that the stated ground for 
rejection has been overcome, and that Claims 1-9 are in condition for allowance. An early 
notice of allowance is therefore respectfijlly requested. 

Should the Examiner have any suggestions for expediting allowance of the 
application, the Examiner is invited to contact the Applicant's representative at the telephone 
number listed below. 

If any additional fee is required, please charge Deposit Account Number 19-4330. 
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Respectfully submitted, 



Date: ^ ////^ By: 4^^^ 

Matthew A. Newboles 
Customer No.: 007663 Registration No. 36,224 

STETINA BRUNDA GARRED & BRUCKER 
75 Enterprise, Suite 250 
Aliso Viejo, California 92656 
Telephone: (949) 855-1246 
Fax: (949) 855-6371 
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